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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-43, drawn to an electronic device and system for interfacing with 
devices of a different type, so as to instruct them to execute operations, 
classified in class 455, subclass 557. 

II. Claims 44-45, drawn to a method of creating printed images and interface 
for the creation of printed images, classified in class 358, subclasses 473, 
474. 

Inventions Group I and Group II are unrelated. Inventions are unrelated if it can 
be shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 

808.01) . In the instant case the different inventions Group I refers to an electronic 
device and system for interfacing with devices of a different type, so as to instruct them 
to execute operations while Group II refers to method of creating printed images and 
interface for the creation of printed images. 

2. Because these inventions are distinct for the reasons given above and there 
would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different 
classification, because the inventions require a different field of search (see MPEP § 

808.02) ; and because the inventions have acquired a separate status in the art due to 
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their recognized divergent subject matter, restriction for examination purposes as 
indicated is proper. 

3. During a telephone conversation with Attorney Harry Smith on 04/6/2007 a 
provisional election was made without traverse to prosecute the invention of group I, 
claims 1-43. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 44 and 45 withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in 
the United States before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

5. Claims 1-12, 14-17, 19-23, 26-31 and 43 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Herzig et al. (Herzig, US Patent No.: 6,594,503 B1). 
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Regarding claim 1, Herzig teaches of an electronic device and image system 
(figure 2) comprising: data reading means operable to read metadata carried by an 
image carrier which carries a printed image (column 2, lines 21-24, where paper images 
can be carried in a folder); interpretation means operable to interpret the metadata to 
identify an instruction for operation of the device (column 2, lines 14-17, where the 
instruction is to dial a number); and execution means operable to cause the device to 
execute an instruction identified by the interpretation means (column 5, lines 46-47, 
where the "code representation is sent to the network" to request a call set up). 

Regarding claims 2 and 1 9, Herzig teaches all the limitations according to claims 

1 and 18, respectively. Herzig further teaches where the device is a hand portable 
electronic device (column 2, lines 11-13). 

Regarding claims 3 and 20, Herzig teaches all the limitations according to claims 

2 and 19, respectively. Herzig further teaches where the device is a multi-function 
portable device (column 2, lines 29-33, where in addition, the telephone can do faxes, 
internet; thus, multi-function). 

Regarding claims 4, 21 and 31, Herzig teaches all the limitations according to 
claims 2, 18, and 29, respectively. Herzig further teaches the device is operable as a 
cellular telephone (column 2, lines 12-14). 

Regarding claim 5, Herzig teaches all the limitations according to claim 1. Herzig 
further teaches where the execution means is operable to cause the device to initiate 
communication in response to an identified instruction (column 2, lines 14-17, where the 
instruction is to dial a number that starts the communication). 
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Regarding claims 6 and 29, Herzig teaches all the limitations according to claims 
1 and 28, respectively. Herzig further teaches where the interpretation means is 
operable, in use, to recover personal data from the metadata (column 2, lines 29-40; 
e.g., "name", "phone number" and "fax number"). 

Regarding claims 7 and 30, Herzig teaches all the limitations according to claims 
6 and 29, respectively. Herzig further teaches where the personal data recovered by the 
interpretation means includes at least one of a name, telephone number and contact 
details (column 2, lines 29-40; e.g., "name", "phone number" and "fax number"). 

Regarding claims 8 and 28, Herzig teaches all the limitations according to claims 
6 and 18, respectively. Herzig further teaches where the execution means is operable in 
response to an identified instruction to initiate communication with an individual 
identified by the personal data (column 2, lines 29-40; e.g., "name", "phone number" 
and "fax number"; where the call is intending to initiate communication with the 
individual identified by name at least). 

Regarding claim 9, Herzig teaches all the limitations according to claim 6. Herzig 
further teaches where the execution means is operable to add the personal data to the 
memory of the device, if not already contained there (column 2, lines 58-64; e.g., 
"memory 135"). 

Regarding claim 10, Herzig teaches all the limitations according to claim 1. 
Herzig further teaches where the data reading means is an optical device, which 
responds to metadata carried in visible form by the image carrier (column 2, lines 21- 
24). 
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Regarding claim 1 1 , Herzig teaches all the limitations according to claim 10. 
Herzig further teaches where the visible metadata is carried in the form of a bar code 
(column 1, lines 31-34). 

Regarding claim 12, Herzig teaches all the limitations according to claim 1. 
Herzig further teaches where the data reading means is a non-optical device operable 
to detect metadata carried in machine-readable form by the image carrier (column 1 , 
lines 31-34; where, in addition, bar codes are read by infrared light). 

Regarding claim 14, Herzig teaches all the limitations according to claim 1. 
Herzig further teaches where the interpretation means is operable to retrieve an 
instruction contained within the metadata (column 2, lines 14-17, where the instruction 
is to dial a number). 

Regarding claim 15, Herzig teaches all the limitations according to claim 14. 
Herzig further teaches where the interpretation means interprets a retrieved instruction 
by reference to further stored interpretation data (column 2, lines 14-17, where the 
instruction is to dial a number (phone, fax, internet address, etc.) that has been 
retrieved from storage and where the software is programmed to automatically dial the 
retrieved number). 

Regarding claim 16, Herzig teaches all the limitations according to claim 15. 
Herzig further teaches where the interpretation means is operable to receive metadata 
from the data reading means, in the form of an identifier, and uses the further stored 
interpretation data to recover an instruction identified by the identifier (column 2, lines 
14-17, where the instruction is to dial a number (phone, fax, internet address, etc.) that 



Application/Control Number: 1 0/748,873 Page 7 

Art Unit: 2618 

has been retrieved from storage and where the software is programmed to 
automatically dial the retrieved number. 

Regarding claim 17, Herzig teaches all the limitations according to claim 15. 
Herzig further teaches where the further stored interpretation data is stored remotely, 
the interpretation means being operable to communicate with the remote location to 
enable the interpretation means to use the further stored interpretation data (column 3, 
lines 20-27, "external character recognition processor"). 

Regarding claim 22, Herzig teaches all the limitations according to claim 18. 
Herzig further teaches where the metadata means is operable in response to a user 
input to generate metadata (column 3, lines 9-18, where the user's input is scanning the 
pictures, code, text, etc.). 

Regarding claim 23, Herzig teaches all the limitations according to claim 18. 
Herzig further teaches where the metadata means is operable to retrieve stored data for 
incorporation into the metadata (column 3, lines 21-27, where the stored data can be a 
telephone number, address, etc.). 

Regarding claim 26, Herzig teaches all the limitations according to claim 18. 
Herzig further teaches where the metadata means is operable to analyze a represented 
image to identify a subject therein, and to provide data representative of the subject, for 
incorporation into the metadata (column 2, lines 33-40, e.g., "name" corresponding to a 
subject). 

Regarding claim 27, Herzig teaches all the limitations according to claim 18. 
Herzig further teaches where the metadata means is operable to perform a selection of 
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stored data from a stored data set, the selection being performed in dependence on 
data to be incorporated into the metadata, to recover additional data for incorporation 
(column 3, lines 25-41). 

Regarding claim 43, Herzig teaches of a document bearing a printed image and 
incorporating machine-readable metadata associated with the image (column 2, lines 
20-24, where the telephone number is the readable metadata), the metadata identifying 
an instruction for operation of an electronic device (column 2, lines 20-44, where the 
instruction is to make a call). 

Claim Rejections ■ 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

7. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Herzig in 
view of Schlasberg, Johan (Schlasberg, WO 99/17230). 

Regarding claim 13, Herzig teaches all the limitations according to claim 12. 

Herzig does not specifically teach where a radio frequency identification device 
provides the machine-readable metadata. 

In related art concerning a message information system, Schlasberg teaches 
where the machine-readable metadata is provided by a radio frequency identification 
device (pages 3, 4,5, lines 7-16; lines 4-25 and 16-10, 30-34, respectively). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's electronic device with Schlasberg's RFID 
reader in order to directly obtain information about objects without having to be so close 
to them, as taught by Schlasberg. 

8. Claims 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herzig in view of Browning, Denton R. (Browning, US Patent No.: 6,707,581 B1). 

Regarding claim 24, Herzig teaches all the limitations according to claim 18. 
Herzig does not specifically teach where the metadata means is operable to incorporate 
data representing the conditions in which the image has been captured. 

In related art concerning a remote information access system, which utilizes 
handheld scanner, Browning teaches where the metadata means is operable to 
incorporate data representing the conditions in which the image has been captured (37- 
47, e.g., "poor"). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's electronic device with Browning's feedback 
about the condition of the scanned work in order to re-scan, as taught by Browning. 

Regarding claim 25, Herzig teaches all the limitations according to claim 18. 
Herzig does not specifically teach where the metadata means is operable to incorporate 
at least one of time data, date data, location data and operating settings of data capture 
means used to capture the represented image. 
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Browning teaches where the metadata means is operable to incorporate at least 
one of time data, date data, location data and operating settings of data capture means 
used to capture the represented image (column 3, lines 51-57). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's electronic device with Browning's "date and 
time" information in order to "facilitate later cataloguing and retrieval of scanned 
information", as taught by Browning. 

9. Claims 32-37 and 40-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Herzig in view of Silverbrook, Kia (Silverbrook, US Pub. No.: 
2002/0,140,993 A1) and further in view of Schultheis, Joerg-Peter (Schultheis, 
DE010158358351A1). 

Regarding claim 32, Herzig teaches all the limitations according to claim18. 

Herzig does not specifically teach of comprising printer means operable to 
receive data representing an image, and associated metadata, and to generate a 
printed image. 

In art concerning a handheld mobile telephone with integral printer, Silverbrook 
teaches of comprising printer means operable to receive data representing an image, 
and associated metadata, and to generate a printed image, which incorporates the 
metadata (paragraphs 4 and 44 and claim 16,). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's printed data with Silverbrook's printer in order 
to obtain a hard copy of captured images. 
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Herzig and Silverbrook do not specifically teach where the printed image 
incorporates the metadata. 

In related art concerning a digital photographic and scanner camera with internal 
bar code scanner that can acquire additional data in text form as well as the digital 
photographs optically acquired by the camera, Schultheis teaches where the printed 
image incorporates the metadata (Abstract, where the additional text data, metadata, is 
added to the image). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's and Silverbrook's combined scanner/printer 
with Schultheis's addition of text data in to image in order to obtain data related plus the 
photographs in a printed form. 

Regarding claim 33, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. 

Schultheis further teaches where the metadata is incorporated within the image 
area of the printed image (abstract). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's and Silverbrook's combined scanner/printer 
with Schultheis's addition of text data in to image in order to obtain data related plus the 
photographs in a printed form. 

Regarding claim 34, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 33. Herzig further teaches where the metadata is incorporated in 
encoded form (column 1, lines 31-33; e.g., "bar code format"). 
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Regarding claim 35, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. Herzig further teaches where the metadata is incorporated in an 
optically readable form (column 2, lines 21-24). 

Regarding claim 36, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 35. Herzig further teaches where the metadata is incorporated in the 
form of a barcode (column 1, lines 31-33; e.g., "barcode format"). 

Regarding claim 37, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. Herzig further teaches the metadata is incorporated in non- 
optical machine-readable form (column 1, lines 31-34; where, in addition, bar codes are 
read by infrared light). 

Regarding claim 40, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. Herzig further teaches the metadata contains the instruction 
(column 2, lines 29-40; where instruction is to initiate a call). 

Regarding claim 41, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. Herzig further teaches where the metadata contains sufficient 
information to identify the instruction by reference to further stored interpretation data 
(column 2, lines 29-40; where the further stored data is the phone number, internet 
address, fax number, etc.). 

Regarding claim 42, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. Herzig further teaches where the metadata includes an identifier 
usable to recover an instruction identified by the identifier (column 2, lines 26-30). 
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1 0. Claim 38 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Herzig, 
Silverbrook and Schultheis and further in view of Schlasberg. 

Regarding claim 38, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 37. 

Herzig, Silverbrook and Schultheis do not specifically teach where a radio 
frequency identification device provides the machine-readable metadata. 

In related art concerning a message information system, Schlasberg teaches 
where the machine-readable metadata is provided by a radio frequency identification 
device (pages 3, 4,5, lines 7-16; lines 4-25 and 16-10, 30-34, respectively). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's Silverbrook's and Schultheis's electronic 
device with Schlasberg's RFID reader in order to directly obtain information about 
objects without having to be so close to them, as taught by Schlasberg. 

1 1 . Claim 39 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Herzig in 
view of Silverbrook and Schultheis and further in view of Wilcock et al. (Wilcock, US 
Patent No.: 6,741 ,864 B2). 

Regarding claim 39, Herzig, Silverbrook and Schultheis teach all the limitations 
according to claim 32. 

Herzig, Silverbrook and Schultheis do not specifically teach where the metadata 
is written to a member, which is initially separate from the image carrier on which the 
image is printed, and is attachable thereto. 
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In related art concerning a device control apparatus and method, Wilcock 
teaches where the metadata is written to a member which is initially separate from the 
image carrier on which the image is printed, and is attachable thereto (column 11, lines 
1-12, where the metadata, e.g., location, is originally, in a label separate form the 
picture). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Herzig's, Silverbrook's, Schultheis's combination of the 
device with Wilcock's labeling in order to "enable map-based cataloging of image 
recordings", as taught by Wilcock. 
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Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angelica Perez whose telephone number is 571-272- 
7885. The examiner can normally be reached on 6:00 a.m. - 1:30 p.m., Monday - 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew D. Anderson can be reached on (571) 272-4177. The fax phone 
numbers for the organization where this application or proceeding is assigned are 571- 
273-8300 for regular communications and for After Final communications. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either the PAIR or Public PAIR. Status information 
for unpublished applications is available through the Private PAIR only. For more 
information about the pair system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). Information regarding Patent Application 
Information Retrieval (PAIR) system can be found at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the TC 2600's customer service number is 703-306- 
0377. 
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